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DETAILED ACTION 

1. This communication is in response to Applicants' Reply (paper # 6) to Office Action 
dated October 30, 2002 (paper # 4), mailed February 28, 2003. 

1-1. Claims 1, 9, 15, and 18 have been amended; claims 21-22 have been added; claims 1-22 
are pending. 

1-2. Claims 1-22 have been examined and claims 1-22 have been rejected. 

Drawings 

2. The proposed drawing correction to Fig. 1, filed February 28, 2003, has been approved. 

Specification 

3. The amendment to the paragraph in page 9 of the specification has been approved. 

Claim Rejections - 35 USC § 112 

4. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

5. Claims 1-22 are rejected under 35 U.S.C. 1 12, first paragraph, as containing subject 
matter which was not described in the specification in such a way as to enable one skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. 
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For example, as described in lines 20-23 of pagel2 in the original specification, "If all 
installation locations have been determined to be incompatible for a selected hardware 
component, the hardware verification program at step 208 will reassign installation locations for 
all hardware components, giving first priority to the hardware component not yet assigned". In 
other words, instead of trying to identify any incompatible hardware component, the hardware 
verification program reassigns installation locations for all hardware components. Accordingly, 
it will not prevent a possible situation of infinite reassignments if two or more incompatible 
hardware components are included in the hardware component list because the hardware 
verification program at step 208 will repeatedly reassign installation locations for all hardware 
components once all installation locations have been determined to be incompatible. 

Applicants argue, in section A of pages 5-6 in paper # 6, "If all possible locations have 
been exhausted for an incompatible hardware component, "the program will transmit an 
incompatibility message at step 216," and "the program will terminate at step 218". Therefore, 
the infinite loop suggested by the Examiner will not occur". Applicants' argument is based on 
the assumption "If an incompatible hardware component is identified by the hardware 
verification test", as described in lines 28-29 of page 12 in the original specification. However, 
the specification has not disclosed how to identify any incompatible hardware component other 
than reassigns installation locations for all hardware components. It is unclear how one skilled in 
the art may break the infinite reassignments if two or more incompatible hardware components 
are included in the hardware component list. 
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Accordingly, claims 1-22 eventually contain subject matter which was not described in 
the specification in such a way as to enable one skilled in the art to which it pertains, or with 
which it is most nearly connected, to make and/or use the invention. 

6. Claims 1-15 and 18-22 are rejected under 35 U.S.C. 112, first paragraph, as containing 
subject matter which was not described in the specification in such a way as to reasonably 
convey to one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. 

For example, claims 1, 9, and 18 all refer to the limitation "the housing of the computer 
system" which does not appear to be supported in the original specification. As described in 
lines 4-5 of page 9 in the original specification, "The case 105 houses much of the hardware of 
the computer system", however, the specification has not disclosed anything about "the housing 
of the computer system". Therefore, claims 1-15 and 18-22 eventually contain subject matter, 
which was not described in the specification in such a way as to reasonably convey to one skilled 
in the relevant art that the inventor(s), at the time the application was filed, had possession of the 
claimed invention. 

7. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

8. Claims 1-15 and 18-22 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

8-1. The term "substantially" in claims 1, 9, and 18 is a relative term, which renders each 
claim indefinite. The term "the installation location is substantially within the housing of the 
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computer system" is not defined by the claim, the specification does not provide a standard for 
ascertaining the requisite degree, and one of ordinary skill in the art would not be reasonably 
apprised of the scope of the invention. Therefore, the term "substantially" is vague and 
indefinite. 

8-2. Claims not specifically rejected above are rejected as being dependent on a rejected 
claim. 

Claim Interpretation 

9. Independent claims 1, 9, and 18 recite the limitation "the installation location is 
substantially within the housing of the computer system" in each claim. However, the term 
"substantially" is vague and indefinite, as discussed in section 8-1 above, and the term "the 
housing of the computer system" does not appear to be supported in the specification, as 
discussed in section 6 above. For the purpose of claim examination with the broadest reasonable 
interpretation, the term "the installation location is substantially within the housing of the 
computer system", as described in claims 1, 9, and 18, is interpreted as "the installation location 
is completely within the computer system". 

10. Independent claim 9 recites the limitation "a compatibility message" which has not been 
disclosed explicitly in the specification. As described in lines 5-6 of page 13 in the specification, 
"Once all hardware components have been assigned a compatible installation location, the 
program will generate a set of written installation instructions at step 222". For the purpose of 
claim examination with the broadest reasonable interpretation, the term "a compatibility 
message", as described in claim 9 is interpreted as "any message other than error message". 
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Claim Rejections - 35 USC § 102 

11. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

12. Claim 16 is rejected under 35 U.S.C. 102(b) as being anticipated by Hirosawa et al., U.S. 
Patent 5,751,575 issued May 12, 1998. 

12-1. Regarding claim 16, Hirosawa et al. disclose a computer system, comprising: 
a processor (CPU in display unit 20a, FIG. 5); 

a memory (one of the block in display unit 20a other than CPU, DISCI or DISC2, FIG. 5, 
one skilled in the art will include memory in the base architecture even if the customer has not 
specified the memory in the customer order); 

a storage device (DISCI in display unit 20a, FIG. 5); the computer system having been 
manufactured in accordance with a manufacturing process in which the installation location of 
hardware components in the computer system were assigned as part of a verification step during 
the manufacturing process (desired position, column 8, lines 41-48); the verification step 
including the evaluation of each hardware component of the computer system versus every other 
hardware component of the computer system and versus the base architecture of the computer 
system (inspection, column 8, lines 53-61). 
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Claim Rejections - 35 USC §103 

13. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

14. Claims 1-15 and 17-22 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
O'Connor, U.S. Patent 5,894,571 issued April 13, 1999, in view of Hirosawa et al., U.S. Patent 
5,751,575 issued May 12, 1998. 

14-1. Regarding claim 1, O'Connor discloses receiving a custom order including a list of 
hardware configuration components (column 2, lines 41-46). The order-entry computer system 
is used to generate a hardware list and the hardware list is checked to assure compatibility of the 
selected hardware components (column 4, lines 46-50). However, O'Connor discloses expressly 
neither the details of assigning hardware installation locations nor the details of displaying a 
graphical representation of the installation locations of the hardware components of the computer 
system. O'Connor does suggest that hardware assembly begins with step 216 in which the order 
of component assembly is planned (column 5, lines 1-5). 

Hirosawa et al. disclose planning the order of component assembly in detail. Specifically, 
Hirosawa et al. disclose a method for assigning hardware installation locations in a computer 
system for a set of hardware components to be installed in the computer system, comprising the 
steps of: 

selecting an installation location for a first hardware component (desired position, 
Hirosawa et al., column 8, lines 41-51); 
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evaluating the compatibility of the installation location of the selected hardware 
component, wherein the installation location is substantially within the housing of the computer 
system (inspection, Hirosawa et al., column 8, lines 52-61); 

repeating the steps of selecting an installation location and evaluating the compatibility of 
the installation location for each hardware component in the set of hardware components 
(interactive process, Hirosawa et al., column 4, lines 43-49); and 

displaying a graphical representation of the installation locations of the hardware 
components of the computer system (drawing, Hirosawa et al., column 3, lines 39-56). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to modify the teachings of O'Connor to incorporate the teachings of Hirosawa et al. to 
obtain the invention as specified in claim 1 because Hirosawa et al. disclose in detail planning 
the order of component assembly as suggested by O'Connor. 

14-2. Regarding claim 2, O'Connor further discloses that the set of hardware components 
includes custom hardware components selected for installation by the customer of the computer 
system (customer order, column 4, lines 40-45). 

14-3. Regarding claim 3, O'Connor further discloses generating an architecture resource file 
that includes an identification of the hardware components (identification number, column 3, 
lines 14-16) and base architecture of the computer system (generate a hardware list from the 
customer order, column 4, lines 45-48, will include the base architecture of the computer 
system). 

14-4. Regarding claim 4, Hirosawa et al. disclose displaying instructions identifying 
incompatible hardware components (error warning, Hirosawa et al., column 10, lines 13-16). 
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14-5. Regarding claim 5, O'Connor further discloses receiving a customer order and generating 
a list of hardware components from the customer order (customer order, column 4, lines 40-45). 
14-6. Regarding claim 6, O'Connor further discloses assigning an identification number to the 
computer system (identification number, column 3, lines 14-16). 

14-7. Regarding claim 7, Hirosawa et al. disclose evaluating the compatibility of the selected 
hardware component with respect to other hardware components in the set of hardware 
components (inspection, Hirosawa et al., column 8, lines 53-55). 

14-8. Regarding claim 8, Hirosawa et al. disclose evaluating the compatibility of the selected 
hardware component with respect to the base architecture of the computer system (inspection 
takes the space for opening and closing the door into consideration, Hirosawa et al., column 8, 
lines 56-61). 

14-9. Regarding claim 9, O'Connor discloses receiving a custom order (column 2, line 41). 
The order-entry computer system is used to generate an architecture file (hardware list, column 
4, lines 46-50) from the customer order, the architecture file identifying the hardware 
components of the computer system. However, O'Connor discloses expressly neither the details 
of selecting hardware installation locations nor the details of displaying message of 
compatibility. O'Connor does suggest that hardware assembly begins with step 216 in which the 
order of component assembly is planned (column 5, lines 1-5). 

Hirosawa et al. disclose planning the order of component assembly in detail. 
Specifically, Hirosawa et al. disclose a method for identifying the installation location of a set of 
hardware components to be installed in a computer system, comprising the steps of: 
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selecting a first installation location for a first hardware component from the set of 
hardware components, wherein the first installation location is substantially within the housing 
of the computer system (desired position, Hirosawa et al., column 8, lines 41-51); 

verifying the compatibility of the first hardware component (inspection, Hirosawa et al., 
column 8, lines 52-61); 

repeating the steps of selecting an installation location and verifying the compatibility of 
the first hardware component until a compatible installation location is found (interactive 
process, Hirosawa et al., column 4, lines 43-49); 

performing the steps of selecting an installation location, verifying compatibility, and, if 
necessary, repeating the steps of selecting an installation location and verifying compatibility 
steps for each hardware component in the set of hardware components (processing flow, 
Hirosawa et al., FIG. 6, steps 41f-41m); 

displaying an incompatibility message if a hardware component is determined to be 
incompatible (display error, Hirosawa et al., FIG. 6, step 41h); and 

displaying a compatibility message if each hardware component in the set of hardware 
components is determined to be compatible (any message in steps 41n-41q is a compatibility 
message, FIG. 6, step 41n-41q). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to modify the teachings of O'Connor to incorporate the teachings of Hirosawa et al. to 
obtain the invention as specified in claim 9 because Hirosawa et al. disclose in detail planning 
the order of component assembly as suggested by O'Connor. 
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14-10. Regarding claim 10, O'Connor further discloses that the set of hardware components 
includes custom hardware components selected for installation by the customer of the computer 
system (customer order, column 4, lines 40-45). 

14-11. Regarding claim 11, Hirosawa et al. disclose that the compatibility message includes a 

graphical representation of the installation locations of the computers system and the hardware 

components to be installed therein (display unit 20a, Hirosawa et al., FIG. 5). 

14-12. Regarding claim 12, Hirosawa et al. disclose the compatibility message includes a set of 

written instructions for installing the set of hardware components (command GEN-TBL, 

Hirosawa et al., column 13 line 36 through column 14, line 19, and FIG. 14). 

14-13. Regarding claim 13, Hirosawa et al. disclose evaluating the compatibility of the hardware 

component with respect to other hardware components in the set of hardware components 

(inspection, Hirosawa et al., column 8, lines 53-55). 

14-14. Regarding claim 14, Hirosawa et al. disclose evaluating the compatibility of the hardware 
component with respect to the base architecture of the computer system (inspection takes the 
space for opening and closing the door into consideration, Hirosawa et al., column 8, lines 56- 
61). 

14-15. Regarding claim 15, Hirosawa et al. disclose that the architecture file includes an 
identification of a reference code (identification number, column 3, lines 14-16). 
14-16. Regarding claim 17, O'Connor discloses that the hardware components comprise a set of 
hardware components that were selected for installation by the customer (column 2, lines 41-46). 
However, O'Connor does not disclose expressly the manufacturing process of the manufactured 
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computer system. Nevertheless, O'Connor does suggest that hardware assembly begins with 
step 216 in which the order of component assembly is planned (column 5, lines 1-5). 

Hirosawa et al. disclose planning the order of component assembly in detail. 
Specifically, Hirosawa et al. disclose a computer system, comprising: 

a processor (CPU in display unit 20a, Hirosawa et al., FIG. 5); 

a memory (one of the block in display unit 20a other than CPU, DISCI or DISC2, 
Hirosawa et al., FIG. 5, one skilled in the art will include memory in the base architecture even if 
the customer has not specified the memory in the customer order); 

a storage device (DISCI in display unit 20a, Hirosawa et al., FIG. 5); the computer 
system having been manufactured in accordance with a manufacturing process in which the 
installation location of hardware components in the computer system were assigned as part of a 
verification step during the manufacturing process (desired position, Hirosawa et al., column 8, 
lines 41-48); the verification step including the evaluation of each hardware component of the 
computer system versus every other hardware component of the computer system and versus the 
base architecture of the computer system (inspection, Hirosawa et al., column 8, lines 53-61). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to modify the teachings of O'Connor to incorporate the teachings of Hirosawa et al. to 
obtain the invention as specified in claim 17 because Hirosawa et al. disclose in detail planning 
the order of component assembly as suggested by O'Connor. 

14-17. Regarding claim 18, O'Connor discloses receiving a custom order including a list of 
hardware configuration components (column 2, lines 41-46). The order-entry computer system 
is used to generate a hardware list and the hardware list is checked to assure compatibility of the 
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selected hardware components (column 4, lines 46-50). However, O'Connor discloses expressly 
neither the details of selecting an installation location nor the details of displaying a graphical 
representation of the installation locations of the hardware components of the computer system. 
O'Connor does suggest that hardware assembly begins with step 216 in which the order of 
component assembly is planned (column 5, lines 1-5). 

Hirosawa et al. disclose planning the order of component assembly in detail. 
Specifically, Hirosawa et al. disclose a method for assigning installation locations for hardware 
components in a computer system, comprising the steps of: 

selecting an installation location for each hardware component in the computer system, 
wherein the installation location is substantially within the housing of the computer system 
(desired position, Hirosawa et al., column 8, lines 41-51); and 

displaying a graphical representation of the installation locations of the hardware 
components of the computer system (drawing, Hirosawa et al., column 3, lines 39-56). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to modify the teachings of O'Connor to incorporate the teachings of Hirosawa et al. to 
obtain the invention as specified in claim 18 because Hirosawa et al. disclose in detail planning 
the order of component assembly as suggested by O'Connor. 

14-18. Regarding claim 19, O'Connor further discloses that the set of hardware components 
includes custom hardware components selected for installation by the customer of the computer 
system (customer order, column 4, lines 40-45). 
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14-19. Regarding claim 20, Hirosawa et al. disclose evaluating the compatibility of each 
component with respect to other hardware components of the computer system and the base 
architecture of the computer system (inspection, Hirosawa et al., column 8, lines 53-61). 
14-20. Regarding claim 21, Hirosawa et al. disclose the reference code is a serial number 
(identification number, column 3, lines 14-16). 

14-21. Regarding claim 22, Hirosawa et al. disclose the reference code identifies the assembled 
hardware components (identification number, column 3, lines 14-16). 

Applicant's Arguments 
15. Applicants argue the following: 

(1) The rejection of claims 1-20 under 35 U.S.C. 1 12, first paragraph, should be 
withdrawn because the infinite loop suggested by the Examiner will not occur (paper # 6, page 6, 
lines 3-5). 

(2) The rejection of claim 14 under 35 U.S.C. 112, second paragraph, should be 
withdrawn because claim 15 has been amended to delete the reference to "the serial number" 
(paper # 6, page 6, lines 3-4 of section B). 

(3) The rejection of claim 16 under 35 U.S.C. 102(a) should be withdrawn because 
"claim 16 is directed to the relative compatibility of the hardware components of the computer 
system and the base architecture of the computer system" (paper # 6, page 7, lines 5-6) and 
"Hirosawa does not teach or suggest the verification step of claim 16" (paper # 6, page 7, line 7). 

(4) The rejection of claims 1-8 under 35 U.S.C. 103(a) should be withdrawn because (a) 
"Claim 1 has been amended to clarify that the installation location of claim 1 is located 
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substantially within the housing of a computer system"; (b) "Hirosawa does not evaluate the 
compatibility"; (c) "Hirosawa does not select an installation location for each hardware 
component that is within a piece of equipment, or within the housing of a computer system" 
(paper # 6, pages 7-8, section D. 1). 

(5) The rejection of claims 9-15 under 35 U.S.C. 103(a) should be withdrawn because (a) 
"Claim 9 has been amended to clarify that the installation location is located substantially within 
the housing of a computer system"; (b) "Hirosawa does not teach or suggest a step of verifying 
the compatibility of the installation location for any selected hardware component; (c) "Hirosawa 
does not select an installation location for each hardware component that is within a piece of 
equipment, or within the housing of a computer system"; (d) "Hirosawa does not teach or 
suggest a step of displaying a compatibility message if each hardware component in the set of 
hardware components is determined to be compatible" (paper # 6, pages 8-10, section D. 2). 

(6) "claim 17 which depends on an allowable claim is, itself, an allowable claim" (paper 
# 6, page 10, section D. 3). 

(7) The rejection of claims 18-20 under 35 U.S.C. 103(a) should be withdrawn because 
"Claim 18 has been amended to clarify that the installation location is located substantially 
within the housing of a computer system" (paper # 6, pages 10-11, section D. 4). 

Response to Arguments 
16. Applicants' arguments have been fully considered. They are not persuasive. 
16-1. Response to Applicants' argument (1). In view of Applicants' unpersuasive argument, 
claims 1-22 are rejected under 35 U.S.C. 1 12, first paragraph, as detailed in section 5 above. 
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16-2. Response to Applicants' argument (2). Claim 14 has never been rejected under 35 
U.S.C. 1 12, second paragraph. Nevertheless, the original claim rejections of claim 15 under 35 
U.S.C 1 12, second paragraph, for insufficient antecedent basis have been withdrawn after the 
Applicants amended the claim. 

16-3. Response to Applicants' argument (3). Applicants' argument is unpersuasive because 
claim 16 does not refer to any limitation "relative compatibility", which is argued by Applicants. 
For the purpose of claim examination with the broadest reasonable interpretation, the inspection 
described in Hirosawa does meet the limitations of claim 16, as detailed in section 12-1 above. 
16-4. Response to Applicants' argument (4). Applicants' argument is unpersuasive because the 
Applicants' amendment of claim 1 is vague and indefinite, as detailed in section 8-1 above, and 
does not appear to be supported in the original specification, as detailed in section 6 above. For 
the purpose of claim examination with the broadest reasonable interpretation, the inspection 
described in Hirosawa does meet the limitation "evaluating the compatibility of the installation 
location" of claim 1, as detailed in section 14-1 above. 

16-5. Response to Applicants' argument (5). Applicants' argument is unpersuasive because the 
Applicants' amendment of claim 9 is vague and indefinite, as detailed in section 8-1 above, and 
does not appear to be supported in the original specification, as detailed in section 6 above. For 
the purpose of claim examination with the broadest reasonable interpretation, first, the inspection 
described in Hirosawa does meet the limitation of claim 9 for identifying the installation 
location, as detailed in section 14-9 above; and second, any message in steps 41n-41q, as shown 
in FIG. 6 of Hirosawa meet the limitation of "compatibility message", as detailed in sections 10 
and 14-9 above. 
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16-6. Response to Applicants 5 argument (6). Applicants' argument is unpersuasive because the 
independent claim 16 is not allowable, as detailed in section 16-3 above, and claim 17 has been 
rejected under 35 U.S.C. 103(a), as detailed in section 14-16 above. 

16-7. Response to Applicants' argument (7). Applicants' argument is unpersuasive because the 
Applicants' amendment of claim 18 is vague and indefinite, as detailed in section 8-1 above, and 
does not appear to be supported in the original specification, as detailed in section 6 above. 

Conclusion 

17. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

18. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Herng-der Day whose telephone number is (703) 305-5269. The 
examiner can normally be reached on 9:00 - 17:30. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kevin J Teska can be reached on (703) 305-9704. The fax phone numbers for the 
organization where this application or proceeding is assigned are (703) 746-7239 for regular 
communications and (703) 746-7238 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 305-3900. 



Herng-der Day 
May 18, 2003 




